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PETITION UNDER 37 CFR 1,113 AND 37 CFR K181 

Dear Sir: 

Applicants hereby petition the Commissioner for Patents for relief from and reversal of a 
decision by the Office in an Advisory Action having a mail date of 06/02/2005, which denied 
Applicants* disqualification of U.S Patent No. 6,6 1 8,727 by Wheeler et al as prior art under 35 
U.S.C 103(c), 

A simnmary of the related facts is as follows: 

%/\mm HfilHfiS mmmi 89677476 
I . Applicants filed U.S. Patent Application No. 09/677,476 ^jf^OOO, which included 

the incorporation by reference of U.S. Patent Application No. 09/401,101 . U.S. Patent 
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Application No. 09/401,101 subsequently issued as U.S. Patent No. 6,618,727 to Wheeler et al 
on September 9, 2003(the Wheeler patent). 

2. In a first Office Action having a mail date of 04/09/2004, the Office rejected all claims 1- 
19 under 35 U.S.C 103(a) as being unpatentable over U.S. Patent No. 6,594,673 issued to Smith 
et al in view of U.S. Patent No. 6,618,727 issued to Wheeler et al. 

3. Applicants responded to the first Office Action by amending claims 1 -4, 8- 11 , 1 3- 1 6 and 
18-19, and adding claims 20-25 to further distinguish Applicants' claimed invention. Applicants 
also presented arguments to rebut the rejections by the Office, and stating in several instances 
that the Wheeler patent is incoiporated by reference into Applicants' specification. The reasons 
that Applicants did not present an objection to disqualify the Wheeler patait as prior art at that 
time was that Applicants believed that the rebuttal arguments presented were more than 
sufficient to overcome the rejections by the Office, and to avoid the requirement for a terminal 
disclaimer for the application under consideration. 

4. In a second and fmal Office Action, the Office Action having a mail date of 1 2/28/2004, 
the Office rejected all claims 1-25 under 35 U.S.C 103(a) as being unpatentable over U.S. Patent 
No. 6,594,673 issued to Smith et al in view of U.S. Patent No. 6,618,727 issued to Wheeler et al. 

5 . Applicants responded to the second and fmal Office Action by presenting arguments to 
rebut the rejections by the Office, and objecting to the use of the Wheeler patent under 35 U.S.C. 
103(c), based on common ownership or subject to an obligation of assignment to the same entity, 
namely Infoglide Corporation, at the time of the invention of the application currently under 
consideration. Applicants rqjeated the statement above, that the Wheeler reference is 
incorporated by reference into Applicants' specification. Applicants also included a declaration 
of common ownership, verifiable by examination of the assignment records on the U.S. Patent 
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Office, a terminal disclaimer for the application under consideration, and a fee under 37 CFR 
1.20(d). 

6. Applicants filed a Notice of Appeal on March 28, 2005, 

7. Applicants filed an Appeal Brief on May 3 1 , 2005. 

8- In an Advisory Action having a mail date of 06/02/2005, the Office treated Applicants' 
objection to the use of the Wheeler patent and disqualification as prior art under 35 U.S.C. 
103(c) as an amendment, and refused entry as not timely submitted. 

Applicants petition the Commissioner for Patents for relief from and reversal of a 
decision by the Office in an Advisory Action having a mail date of 06/02/2005, which denied 
Applicants' disqualification of U.S Patent No. 6,618,727 by Wheeler et al as prior art under 35 
U.S.C. 103(c), 

The reference of U.S. Patent No. 6,61 8,727 issued to Wheeler et al. (U.S. Patent 
Application No. 09/401,101), cited by the Office as a basis for all rejections, is incorporated by 
reference on page 2, line 25 of die specification of the current application as filed The current 
application has a file date of October 2. 2000. Infoglide Coiporation is presently the assignee of 
record of the present ^plication and the Wheeler patent. 

The current U.S. Patent Application No. 09/677,476 and U.S. Patent No. 6,618,727 (U.S. 
Patent Application No. 09/401,1 01) were, at the time the invention of U.S. Application No. 
09/677,476 was made, owned by or subject to an obligation of assignment to the same entity, 
namely Infoglide Corporation of Austin, Texas. Assignment recordation documents for these 
applications are filed in the U.S. Patent Office. 

Applicants also disclaim the terminal part of any patent granted on the instant application, 
which would extend beyond the expiration date of U.S. Patent No. 6,618,727. 
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Applicants included executed copies of a declaration of common ownership and a 
terminal disclaimer as Attachment A in Applicants* response to the final Office Action. A fee set 
forth under 37 CFR 1 .20(d) was also included with that response. 

Applicants request that the disqualification as prior art of the Wheeler patent under 35 
U.S.C. 103(c) be entered because (a) new issues have not been raised that require further 
consideration and/or search, (b) no issue of new matter have been raised, (c) the entry of the 
disqualification is not an amendment, (d) the entry of the disqualification would place the 
application in condition for allowance, and (e) there is no such time constraint under 35 U.S.C. 
103(c). 



Respectfully Submitted, 



<^Date 




Douglas . 
Attorney for Applicants 



TAYLOR RUSSELL & RUSSELL, P.C. 

4807 Spicewood Springs Road 

Building Two Suite 250 

Austin, Texas 78759-8435 

Tel. 512-338-4601 

Fax. 512-338^651 

Email: drussell@russell-ia\v.com 
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PETITION FEE 
Under 37 CFR 1.17(f), (g) & (h) 
TRANSMITTAL 

(Pees are sut^ect to annuaJ revision} 

Serfd completed form to: Commtftsioner for Patents 
yP.O. Box 14S0, Alexandria, VA 2231 3-1 4S0 



Appiicmion Number 



Piling Date 



Flfat Wanied Invttntor 



ArtUnft 



Examiner NaniQ 



Attpmgy Dockei Numbor 



D3/B77^7E 



\m2/2m 

Riptgy* John R. 



TDIB33- 



^ Enclosed is a petition filei 
(g).or(h)). Payment of $ 



icter37 CFR 



, is enclosed, 



that requires a processing fee (37 CFR 1.17(f). A 



J^^ '^1 sTa P^™."'ffl^l^ e^errtioned petition and fLced or marled to me Office usinfl the appropriate Ma« Slop 
(e g.. Mail Stop Petition), rf applicable. For tr»mrmaf of processfng fee< i/nder 37 Cf=R 1, 1 r(i). see fdL PT^^ni. 

Payment of Fees (email entity amounts are NOT avail^ie for the petition tees) 

□ The Commissioner la hereby authorized to charge the following fees to Deposit Acoount No. . 

t=..!r °?. ^L^I!^ ^ °' ^ 9r»y deficiency of fees and credit of any overpayments 

Enclose a duplicative copy of this form for fee processing. »m wcu i w a ly uverpaymenis 

D Check in the amount of $ 



Is enclosed. 



21 Payment by credit card (Form PTO-2038 or equivalent enclosed). Do not provide credit card informetion 



on this form. 



Petition Fee$ under 37 CFR 1 .1 7(f): Fee $400 Fee Code 1 462 

For petitions filed under 
$ 1.S3{e) - to Accord a tiling daift. 
§ - to accord a flirip date. 

$ 1.1fi2 - tor decision on a que$tion not specifically provided for. 
S 1.183 > (o suspend the rules. 

I J »!f52 ■ ITI!??!?**;,'^'*? f Asosion on petttton rvfuvrng to acoept ddsyed payment of maintenance fee in en oxpirad patent. 
( 1.741 (B) - IP occord a tiling d»t9 to an appHosuon unctor § 1 .740 tor extension (rf a pglcnt tami. 



Petltfon Fees under 37 CFR 1.17(g): Fee $200 Fee Code 14«3 

For pelilion« tiled under 

fi 1.12 - for 9QC05S to an atiagnment rooord. 

9 1.14 - tor eocsss to an application. 

'^'''^ ^ invemorg of 9 person not the invantor. 

S 1.S9 - for ««pungemfint of informatioa 
$ 1.103(A) ' to suspend action in an appiJcation. 

! I JSS^L" ^^^^^^ requert far extenvion of tima when the provtslons of section 1.13B(8J art not availaPI*. 
5 1.293- for re\rtGWi:*wfusal to puM4h a statutory invwtf^r^tBtratlon. 

t J 5? " * ^tuio^^nvandon fegi^traUon fbed on or after the date the notice of intani to publish Issued. 

1 3 «Llr^Zf "^^^^ «^«lngtt) accept and nxani psyrntM of e maintenance fee filed prior to expiration of a pttent. 

J ' ^wjuastB for extension of time tn fe). oartn rwxamln^tion prooeodinas 

? l*™ " Patant owner requests for eirtension of lime in iQlaLDaflpa reeit»inin3tion Drooeedinas. 

8 5.12- for GJipedited handling Of a forewnfSing licence. '""'-''^ Qnpr«««-ig5. 

i - for changing the soopft of a Itcenee. 

§ S.2S - for retroscdvB boense. 



Fee $130 Fee Code 1464 



Petition Fees under 37 CFR 1.17(h): 

For pettuenft filed under. 
9 1'^^O) » to roquest docurnents in a form other thsn (hat provided in th« part 
i 1.84 • for accepting ootcr drawinoa or pnocogri^jhs. 
§1.M -forentryofamodeiorexnibil. 
$ 1.102(d> - to malca an appScetion special. 
1 1.l39|c| - to expressly abandon an appllcelion to avoid putiVcdUon. 
5 1.113 - to withdrew an application f^om issue. 
( 1.314- to defer issuance or a patent. 
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